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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
06/04/2008 has been entered. 

Response to Amendment 

2. The amendment filed on 06/04/2008 is entered and acknowledged by the 
Examiner. Claims 12, 15-21 and 23-26 are currently pending in the instant application. 
Claims 1-11, 13-14 and 22 have been canceled. 

Withdrawn Objection/Rejection 



3. The objected of claim 21 due to following informalities is withdrawn in view of 
Applicant's amendment. 
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The rejection of claims 12-13, 15-18, and 23-24 under 35 U.S.C. 102(b) as being 
anticipated by Hari et al. (U.S Pat. 5,516,546) is withdrawn in view of Applicant's 
amendment and/or cancellation. 

The rejection of claims 14 and 22 under 35 U.S.C. 103(a) as being unpatentable 
over Hari et al. (U.S Pat. 5,516,546) is rendered moot in view of the instant cancellation. 

The rejection of claims 19-21 under 35 U.S.C. 103(a) as being unpatentable over 
Hari et al. (U.S Pat. 5,516,546) in view of Wienand et al. (U.S Pat. 4,1 01 ,689) is 
withdrawn in view of Applicant's amendment. 

The rejection of claims 12, 13, 15, 16, 17, 20 and 23 under 35 U.S.C. 103(a) as 
being unpatentable over either Heckel et al. (U.S Pat. 4,670,075) or Szerreiks et al. 
(U.S Pat. 6,831 ,023) in view of Kojimoto (Machine English Translated JP Pub. 58- 
042670 hereinafter, "Kojimoto") is withdrawn in view of Applicant's amendment and/or 
cancellation. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 12, 15-18, 20 and 23-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hari et al. (U.S Pat. 5,516,546 hereinafter, "Hah") in view of Kojimoto 
(JP 62-291 362). The English translation of JP 62-291 362 will be used as the English 
equivalent. 

With respect to claims 12 and 25, Hari teaches a conductive floor coating 
comprising of a substrate (3, 4, and non-label strip) and a conductive coating 5 (Fig. 3). 
At column 8 lines 32-57, Hari teaches a conductive lacquer layer consisting of a binder 
with or without solvent and conductive filler. The said conductive lacquer layer is 
position beneath, thus is considered to be a substrate, and the conductive coating 
composition is applied to the said lacquer in a thickness of 0.2-5 mm (i.e. 200-5000 urn). 
Hari further teaches the said conductive coating composition comprising of a binder 
such as epoxides, polyurethanes, polyesters or a mixture thereof (Col. 2, lines 9-1 1 and 
Col. 4, lines 22-33). Polyurethane is known in the a art as a transparent material. In 
order to provide conductivity, Hari suggest adding conductive filler such as carbon 
black, graphite or surface-treated metal powder to the coating (Col. 2, lines 11-13). Hari 
further teaches the metal fillers are likely used together with graphite (Col. 6, lines 37- 
39). Hari teaches the said conductive filler preferably having a particle size ranging 
from 20-1000 urn (Abstract). The lower limit of 20 urn overlaps with the claimed mean 
size of 0.1 - 50 urn. Hari also teaches the conductive filler particles is presented in an 
amount of 10-40% by weight of graphite, 5-30% weight of carbon fiber, or 1-10% weight 
finely divided metal particles (Col. 2, line 63 to Col. 3, line 8). The weight percent of 
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conductive filler disclosed by Hah either lies within the claimed range of 0.01-10% by 
weight or overlaps with the instant claimed range. 

The differences between the instant application and Hari disclosure is that Hari is 
silent with respect to a conductive filler being a substantially spherical glass particles 
with a conductive coating comprising of silver, aluminum, copper, nickel, gold, or alloy 
thereof with another metal. 

In an analogous art, Kojimoto teaches an electrically conductive floor 
composition for dissipating static electricity build up by spreading electric build up to the 
base surface (i.e. substrate) (Last Paragraph, Page 3). The said electrically conductive 
floor composition comprises a conductive filler such as carbon black or graphite can be 
substituted with silver glass beads to improve decorative value (Please see last 
paragraph of page 3 to first paragraph of page 4.) and provide outstanding electrical 
conductivity and self-leveling properties (Second Paragraph, Page 5) wherein a smooth 
finishing of the floor surface is easily obtained (Page 7). Kojimoto also teaches the said 
silver glass beads may be incorporated into the composition at 10-50% by weight (Page 
7). The lower limit of Kojimoto silver bead weight percentage is within the upper limit of 
the claimed range. The silver glass bead of Kojimoto is considered to be readable on 
the substantially spherical glass particle with a conductive coating comprising of silver. 
Kojimoto further teaches the electrically conductive material is dispersed evenly within 
the floor surface (i.e. floor top coat) and the said conductive filler cannot be recognized 
by the naked eye (Page 8). The electrically conductive floor composition of Kojimoto 
also comprises a binder selected from epoxy resin, polyurethane resin, unsaturated 
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polyester resin, acrylic resin and their modified products (First Paragraph, Page 6). In 
other words, Kojimoto teaches a composition containing transparent binder such as 
polyurethane dispersed therein with silver glass beads that cannot be seen by the 
naked eye, thus give the surface coating composition a transparent appearance. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the conductive floor coating composition of Hari 
by substituting the carbon black or graphite filler of Hari having a particle size of 20- 
1000 urn with a silver glass bead of Kojimoto within the particle size range of Hari in 
order to improve decorative value of the floor and provide outstanding electrical 
conductivity and self-leveling properties to the coating wherein a smooth finishing of the 
floor surface is easily obtained as suggested by Kojimoto. The burden is upon the 
applicant to prove otherwise. In re Fitzgerald, 205 USPQ 594. 

Regarding claim 15, Kojimoto teaches a silver glass bead (Page 4). The court 
has held that structurally similar compound (i.e. the silver glass bead of Kojimoto) is 
generally expected to have similar properties (dry bulk resistivity ranging from 0.0001 
and 0.01 Ohms/cm). In re Gvurik, 596 F. 2d 1012,201 USPQ 552. 

Regarding claims 16, 17, and 23, Hari teaches a polyurethane and methacrylate 
resin (i.e. an epoxy acrylate) (Col. 2, lines 9-13 and Col. 3, lines 39-50). 
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Regarding claims 18 and 24, Hari teaches the sum of the conductive fillers is less 
than 50% by weight (Col. 5, lines 45-50), which means that when floor coating is dried 
and the solvents have been evaporated the dry content of binders mixture such as 
epoxy(methyl)acrylate and polyurethane resin (Col. 4, lines 22-33) and may be greater 
than 50% by weight. 

Regarding claim 20, Hari teaches a conductive substrate (i.e. conductive lacquer 
layer) (Col. 8 lines, 32-35). Kojimoto teaches the static electricity build up is dissipated 
in base surface (Last Paragraph, Page 3). 

6. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hari 
(U.S Pat. 5,51 6,546) in view of Kojimoto (JP 62-291 362) as applied to the above claims, 
and further in view of either Glotfelter et al. (U.S. Pat. 4,101 ,689 hereinafter, "Glotfelter") 
or Kim et al. (U.S. Pub. 2005/0227104 A1 hereinafter, "Kim"). 

Hari and Kojimoto are relied upon as set forth above. Hari teaches a method of 
for obtaining a thin coating of less than 5 mm to 0.2 mm, i.e., less than 5000 urn to 200 
urn (Col. 4, lines 37-40 and Col. 8, lines 53-57). However, Hari and Kojimoto did not 
disclose a top coating having a thickness between 0.5 to 100 urn. 

Glotfelter generally teaches a transparent polymer/glass coating composition (top 
coating) which provides stain and gloss protection to a flooring substrate (Col. 1 , lines 
10-15; Col. 2, lines 42-44; and Col. 7, lines 20-30) may be coated at a thickness of 1-2 
microns (Col. 7, lines 15-18). 
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Kim also teaches a top coating (i.e. top painting layer) may be applied onto a 
flooring substrate at a thickness of 10 to 20 urn by using a roll coater [0051]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to coat the flooring substrate with the conductive floor 
coating composition of Hah in view of Kojimoto at a thickness within the claimed range 
of 0.5 to 100 urn because Glotfelter teaches the motivation to providing stain and gloss 
protection to a flooring substrate at said thickness and Kim teaches a method of coating 
the flooring substrate with a roll coater to obtain said thickness. 

7. Claims 21 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hari (U.S Pat. 5,516,546) in view of Kojimoto (JP 62-291362) as applied to the 
above claims, and further in view of Wienand et al. (U.S. Pat. 4,1 01 ,689 hereinafter, 
"Wienand"). 

Hari and Kojimoto are relied upon as set forth above. 

With respect to instant claim 21 , Hari and Kojimoto did not disclose a polyvinyl 
chloride (PVC) substrate. 

In an analogous art, Wienand teaches a polyvinyl chloride resin sheet 8 (i.e. PVC 
substrate) coated with a conductive composition 3 (Col. 2, lines 47-63) that may be 
applied to both sides of a substrate (Col. 2, lines 8-13). Hari teaches a ground 
conductor strip 3 position between the binder resin substrate 4 (Fig. 3). The grounded 
conductor strip 3 of Hari is considered to be a vertical conductive channel. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to substitute the binder resin substrate 4 material of Hari 
with a PVC resin material as suggested by Wienand and further incorporating a 
grounded conductor strip 3 of Hari to dissipate the electric static build up on the surface. 

Regarding claim 26, Hari and Kojimoto did not disclose a polyvinyl chloride 
(PVC) substrate and about 1% by weight of the top coating of substantially spherical 
silver plated glass particle having a mean size of 10 urn. 

Wienand teaches the conductive composition containing a carbon black particle 
with a particle size of 20 to 30 millimicrons, i.e., 0.02 to 0.03 urn (Col. 3, lines 43-46). 
Wienand teaches the use of a nano size conductive filler within a narrow particle 
distribution of 0.02 to 0.03 urn. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to substitute the nano size carbon black of Wienand for the silver 
glass bead of Hari in view of Kojimoto while maintaining a narrow particle distribution as 
suggested by Wienand to provide a transparent composition with a conductive filler that 
cannot be seen by the naked eye and form a smooth surface with self-leveling property. 
If a transparent composition containing a large amount of conductive filler having a 
mean size of 10 urn is dispersed therein, it will most likely to be recognized by the 
naked eye. Thus, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to minimize the amount of macron size conductive filler, 
namely mean size of 10 urn. One having an ordinary skill in the art can arrive at the 
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optimum amount (1 % by weight) of macron size conductive filler through routine 
experimentation for best results. In addition, one having an ordinary skill in the art can 
easily substitute the binder resin substrate material of Hah with a PVC resin material as 
suggested by Wienand because a PVC resin substrate is expressly suggest by 
Wienand disclosure. 

Response to Arguments 

8. Applicant's arguments with respect to claims 12, 15-21 and 23-26 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KHANH T. NGUYEN whose telephone number is 
(571)272-8082. The examiner can normally be reached on Monday-Friday 8:00-5:00 
EST PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/KTN/ 
07/11/2008 

/DOUGLAS MCGINTY/ 

Primary Examiner, Art Unit 1796 



